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DETAILED ACTION 

Receipt is acknowledged of amendment filed on November 14, 2005. Claims 19- 
25 and 27-33 are pending, and claims 27, 28, 30, and 32 have been allowed. Claim 
rejection made under 35 U.S.C. § 103 (a) as unpatentable over Peffly (US 5985294) in 
view of Samain etal. (US 6511651 B1)and Maurinetal. (US 6403542 B1) as indicated 
in the previous Office action dated August 1 1 , 2005, is maintained for the reasons of 
record. A new rejection is made in view of newly submitted claim. 

Claim Objections 

Claim 33 is objected to as it depends on a canceled claim. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 19-25, 29, 31, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peffly (US 5985294) in view of Samain et al. (US 6511651 B1) 
("Samain") and Mauri n et al. (US 6403542 B1) ("Maurin"). 

Claim 19 requires 0.04-1 .5 % of (a) a polymer comprising vinyl caprolactam, 
methacrylamidopropyl dimethylamine, vinylpyrrolidone monomers; and (b) hydroxyethyl 
cellulose in alcoholic carrier chosen from methanol, ethanol, N-propanol, isopropanol, or 
the mixture thereof; wherein the ratio of the vinyl polymer and hydroxyethyl cellulose is 
1:2.2 to 1:0.4. 

Peffly teaches hair styling gel composition comprising 3 % by weight of PVPA/A 
copolymer (50 % active) and 1 % by weight of hydroxyethyl cellulose, the ratio of the 



Application/Control Number: 09/826,498 Page 3 

Art Unit: 1617 

holding copolymer to hydroxyethyl cellulose is 1: 0.66, which meets the weight ratio 
limitation of two hair holding polymer of instant claims, claims 19 (c) and 20-22. See 
Example III. The reference also teaches that the total amount of hair styling polymer is 
preferably from about 0.5-10 % by weight, and teaches using ionic and nonionic 
polymers or the mixtures thereof. See col. 3, lines 33 - 60. Hydroxyethyl cellulose is a 
preferred nonionic polymer. See col. 4, lines 50-59. As for claims 23-25, examiner 
views that optimization of the weight ratio of two hair holding polymers is within the skill 
of the art because Peffly in specification teaches the preferred weight amount of the 
holding polymers to formulate hair styling compositions. The reference teaches that the 
total amount of the holding polymers is preferably as little as 0.5 %; and Example III 
shows the weight ratio of vinylpyrrolidone copolymers to hydroxyethyl cellulose at 
1:0.66. 

With respect to the transitional phrase "consisting essentially of in claim 27, for 
the purposes of searching for and applying prior art under 35 U.S.C. 102 and 103, 
absent a clear indication in the specification or claims of what the basic and novel 
characteristics actually are, "consisting essentially of will be construed as equivalent to 
"comprising." If an applicant contends that additional steps or materials in the prior art 
are excluded by the recitation of "consisting essentially of," applicant has the burden of 
showing that the introduction of additional steps or components would materially change 
the characteristics of applicant's invention. See In re De Laiarte . 337 F.2d 870, 143 
USPQ 256 (CCPA1964). 
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While Peffly teaches vinyl caprolactam/pvp/dimethylaminoethyl methacrylate 
copolymer, the reference fails to teach a terpolymer having vinyl caprolactam/ 
pvp/methacrylamidopropyl dimethylamine. 

Samain teaches that vinyl caprolactam copolymers such as ACP 1 1 89 of ISP, 
which is a terpolymer of polyvinylpyrrolidones, vinyl caprolactam, and 
dimethylaminopropyldimethylamine are well known hair fixing polymers See col. 3, 
lines 42 - 60. 

Maurin teaches a composition comprising vinyl caprolactam cationic copolymers 
also comprising vinylpyrrolidone and methacylamidoprpyldimethylamine such as 
ACP1 189 from ISP. See abstract; col. 3, lines 48-51 . 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the Peffly composition by substituting the PVP 
hair holding polymers with the terpolymer of vinyl caprolactum as motivated by Samain 
and Maurin because 1) Peffly teaches hair styling copolymers comprising vinyllactum 
monomers and/or PVP; 2) Samain and Maurin teach that the vinyl 
caprolactam/pvp/methacrylamidopropyl dimethylamine is a well known hair styling 
polymer; and 3) the skilled artisan would have had a reasonable expectation of 
successfully producing a similar hair styling composition. 

Response to Arguments 

Applicant's arguments filed November 14, 2005 have been fully considered but 
they are not persuasive. 
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Applicants argue that Peffly fails to provide an enabling disclosure as to how to 
effectively obtain desirable styling benefits at the low end of the claimed range. 
Examiner respectfully disagrees. The claimed weight range of the holding polymer is 
taught in the reference, and the reference exemplifies using as little as 3 % of 50 % 
active holding polymer in Example III. While applicants assert that Example III teaches 
second holding polymer, PVP, in the composition, it is respectfully noted that the 
presently claimed composition is not limited to only one type of synthetic holding 
polymer. Using hydroxyethyl cellulose with a holding polymer in the recited low 
amounts is also taught in the reference. 

Applicants' distinction of hair washing products and styling compositions is not 
persuasive. It is reiterated that the cited references show that the terpolymer that is 
used by applicants was commercially available and well known in hair cosmetic 
composition art. 

Allowable Subject Matter 

Claims 27, 28, 30, and 32 are allowed. 

Conclusion 
Claims 27, 28, 30, and 32 are allowed. 
Claims 19-25, 29, 31, and 33 are rejected. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-8605. 
The examiner can normally be reached on Monday through Friday, from 7:00AM until 
4:30 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Gina Yu 

Patent Examiner 
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